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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 9/7/05 . 
2a)K This action is FINAL. 2b)D This action is non-final. 
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2.0 Certified copies of the priority documents have been received in Application No. . 
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DETAILED ACTION 

Applicant's arguments filed 9/7/05 have been entered and fully considered, but are not 
persuasive. 

Claims 1-3 and 10-13 are pending in the application. Claims 4-9 have been canceled. 

Rejections maintained 

Claims 1-3 and 10-12 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Applicant argues that the unspecified, uncharacterized, unsynthesized library of portions 
of molecules or chemicals represent a statutory category of invention, and that they import 
functionality to the computer. These arguments are unpersuasive. The molecules themselves do 
not direct the computer to do anything, they do not impart any order or function on the computer 
that stores them. No computer actually stores these molecules. These molecules are bits of 
information stored on the machine. As data, they are indecipherable from any other bits of data. 
There is a lack of sufficiently identifying information as to what these claims encompass. This is 
descriptive material that has no computer-related function. Applicant's data does not actually DO 
anything. The data must be acted upon by something else. Applicant is directed to the new 
guidelines for computer-related inventions: 

For claims including such excluded subject matter to be eligible, the claim must be for a 
practical application of the abstract idea, law of nature, or natural phenomenon. Diehr, 450 U.S. 
at 187, 209 USPQ at 8 ("application of a law of nature or mathematical formula to a known 
structure or process may well be deserving of patent protection."); Benson, 409 U.S. at 71, 175 
USPQ at 676 (rejecting formula claim because it "has no substantial practical application"). 

To satisfy section 101 requirements, the claim must be for a practical application of the § 
101 judicial exception, which can be identified in various ways: 

1) The claimed invention "transforms" an article or physical object to a different state or 
thing. [The claimed invention does not transform any physical object or article. ] 
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2) The claimed invention otherwise produces a useful, concrete and tangible result, based on 
the factors discussed below. [The claimed invention does not produce/ is not a concrete 
tangible and useful result.] 

Practical Application That Produces a Useful Concrete, and Tangible Result 

For eligibility analysis, physical transformation "is not an invariable requirement, but 
merely one example of how a mathematical algorithm [or law of nature] may bring about a 
useful application." AT&T, 172 F.3d at 1358-59, 50 USPQ2d at 1452... In determining whether 
the claim is for a "practical application," the focus is, not on whether the steps taken to achieve a 
particular result are useful, tangible and concrete, but rather that the final result achieved by the 
claimed invention is "useful, tangible and concrete." (1) "USEFUL RESULT" For an invention 
to be "useful" it must satisfy the utility requirement of section 101. The USPTO's official 
interpretation of the utility requirement provides that the utility of an invention has to be (i) 

specific, (ii) substantial and (iii) credible. MPEP § 2107 and Fisher, 421 F.3d at , 76 USPQ2d 

at 1230 (citing the Utility Guidelines with approval for interpretation of "specific" and 
"substantial"). (2) "TANGIBLE RESULT" The tangible requirement does not necessarily mean 
that a claim must either be tied to a particular machine or apparatus or must operate to change 
articles or materials to a different state or thing. However, the tangible requirement does require 
that the claim must recite more than a § 101 judicial exception, in that the process claim must set 
forth a practical application of that § 101 judicial exception to produce a real-world result. 
Benson, 409 U.S. at 71-72, 175 USPQ at 676-77 (invention ineUgible because had "no 
substantial practical application."). "[A]n application of a law of nature or mathematical formula 
to a , . . process may well be deserving of patent protection." Diehr, 450 U.S. at 1 87, 209 USPQ 
at 8 (emphasis added); see also Coming, 56 U.S. (15 Hov^.) at 268, 14 L^Ed. 683 ("It is for the 
discovery or invention of some practical method or means of producing a beneficial result or 
effect, that a patent is granted . . ."). In other words, the opposite meaning of "tangible" is 
"abstract." (3) "CONCRETE RESULT" Another consideration is whether the invention 
produces a "concrete" result. Usually, this question arises when a result cannot be assured. In 
other words, the process must have a result that can be substantially repeatable or the process 
must substantially produce the same result again. In re Swartz, 232 F.3d 862, 864, 56 USPQ2d 
1703, 1704 (Fed. Cir. 2000) (where asserted result produced by the claimed invention is 
"irreproducible" claim should be rejected under section 101). The opposite of "concrete" is 
unrepeatable or unpredictable. 

See also: 

http://www.uspto.gQv/web/offices/pac/dapp/opla/preognotice/guidelines 20051 026.P 
df 

Descriptive material can be characterized as either "functional descriptive material" or 
"nonfunctional descriptive material." In this context, "functional descriptive material" consists of 
data structures and computer programs which impart functionality when employed as a computer 
component. (The definition of "data structure" is "a physical or logical relationship among data 
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elements, designed to support specific data manipulation functions ." The New IEEE Standard 
Dictionary of Electrical and Electronics Terms 308 (5th ed. 1993).) "Nonfunctional descriptive 
material" includes but is not limited to music, literary works and a compilation or mere 
arrangement of data. 

Both types of "descriptive material" are nonstatutory when claimed as descriptive material 
per se. Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. When functional descriptive material 
is recorded on some computer-readable medium it becomes structurally and functionally 
interrelated to the medium and will be statutory in most cases since use of technology permits the 
function of the descriptive material to be realized. When nonfunctional descriptive material is 
recorded on some computer-readable medium, in a computer or on an electromagnetic carrier 
signal, it is not statutory since no requisite functionality is present to satisfy the practical 
application requirement. Merely claiming nonfunctional descriptive material, i.e., abstract ideas, 
stored in a computer-readable medium, in a computer, on an electromagnetic carrier signal does 
not make it statutory. See Diehr, 450 U.S. at 185-86, 209 USPQ at 8 (noting that the claims for 
an algorithm in Benson were impatentable as abstract ideas because "[t]he sole practical 
application of the algorithm was in connection with the programming of a general purpose 
computer."). Such a resuh would exalt form over substance. In re Sarkar, 588 F.2d 1330, 1333, 
200 USPQ 132, 137 (CCPA 1978)... 

(b) Nonfunctional Descriptive Material 

Nonfunctional descriptive material that does not constitute a statutory process, 
machine, manufacture or composition of matter and should be rejected under 35 
U.S.C. § 101. Certain types of descriptive material, such as music, literature, art, photographs 
and mere arrangements or compilations of facts or data, without any functional interrelationship 
is not a process, machine, manufacture or composition of matter. Nonfunctional descriptive 
material may be claimed in combination with other functional descriptive multi-media material 
on a computer-readable medium to provide the necessary functional and structural 
interrelationship to satisfy the requirements of 35 U.S.C. § 101. 

http://www.uspto.gov/web/offices/pac/dapp/opla/preognotice/guidelinesl01 20051026.pdf 



Application/Control Number: 09/866,543 
Art Unit: 1631 



Page 5 



The Examiners arguments and citations from previous Office Actions are incorporated 
and remain in force herein. 

Claims 1-3 remain rejected and new claims 10-13 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Agrafiotis et al. (5,463,564) 

Applicant's arguments hinge on the assertion that the virtual library is not non-functional 
descriptive data. These arguments are not persuasive for the reasons set forth above. 

Claims 1-3 and 10-12 are drawn to data representations. Claim 13 is drawn to a 
computer system. The computer system of claim 13 is a conventional computer system 
comprising a general purpose programmable computer, which comprises a CPU, Memory, 
means for storing and accessing data, and a "virtual library". The point of asserted novelty 
appears to be the stored "virtual library" and not the other elements of the system. Various 
limitations of this "virtual library" include intended uses of the data ("which can be searched. . .") 
and methods of creating the data ("generated by the following processes. . .") Neither of these 
sets of limitations appear to structurally affect the nature of the product, the computer system. 

The stored data is not affected by any intended uses, nor does it appear to be structurally 
affected by the creation process. MPEP 2106 describes the difference between functional and 
non- functional descriptive material: "Descriptive material can be characterized as either 
"functional descriptive material" or "nonfunctional descriptive material." In this context, 
"functional descriptive material" consists of data structures and computer programs which impart 
functionality when employed as a computer component. (The definition of "data structure" is "a 
physical or logical relationship among data elements, designed to support specific data 
manipulation functions." The New IEEE Standard Dictionary of Electrical and Electronics 
Terms 308 (5th ed. 1993).) "Nonfunctional descriptive material" includes but is not limited to 
music, literary works and a compilation or mere arrangement of data." The virtual library of the 
claims does not perform any function, but is merely a storage of information. The MPEP further 
notes: "Where certain types of descriptive material, such as music, literature, art, photographs 
and mere arrangements or compilations of facts or data, are merely stored so as to be read or 
outputted by a computer without creating any functional interrelationship, either as part of the 
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stored data or as part of the computing processes performed by the computer, then such 
descriptive material alone does not impart functionality either to the data as so structured, or to 
the computer. Such "descriptive material" is not a process, machine, manufacture or 
composition of matter. (Data consists of facts, which become information when they are seen in 
context and convey meaning to people. Computers process data without any xmderstanding of 
what that data represents. Computer Dictionary 210 (Microsoft Press, 2d ed. 1994).)" and 
further notes: "For example, a computer that recognizes a particular grouping of musical notes 
read from memory and upon recognizing that particular sequence, causes another defined series 
of notes to be played, defines a functional interrelationship among that data and the computing 
processes performed when utilizing that data, and as such is statutory because it implements a 
statutory process." 

Applicant argues that Agrafiotis does not disclose the same types of data resulting from 
the same types of computations as those being claimed. Applicant argues that the methods of 
Agrafiotis are completely different, and therefor, the resulting libraries cannot be the same. This 
is not persuasive, as these are product-by-process claims to non-functional descriptive material. 
Applicant has the burden to demonstrate that the process steps recited in the claim produce 
material differences in the product being claimed. The MPEP discusses product-by -process 
claims in chapter 2100: Even though product-by process claims are limited by and defined by the 
process, determination of patentability is based on the product itself The patentability of a 
product does not depend on its method of production. If the product in the product-by -process 
claim is the same as, or obvious firom a product in the prior art, the claim is unpatentable even 
though the prior product was made by a different process". See MPEP 2113. 

It is the examiner's position that the resulting product, the virtual library itself, which 
comprises chemical structures, or parts thereof, or descriptions thereof is the same. The product 
is a collection of data, indistinguishable from any other collection of data when looked at as a 
composition of matter or computer disk, (it is noted for the record that only claim 13 actually 
requires that the data be stored on a computer system, disk, or hard drive.) The virtual library of 
Agrafiotis, comprises chemical structures, or parts thereof, identified as "directed diversity 
chemical libraries." 
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Claim 13 is drawn to a conventional computer system comprising a virtual library. 
Agrafiotis discloses programmed computers which store the virtual library disclosed. As 
discussed above, the nonfunctional descriptive material of the Ubrary is the same as that being 
claimed, and the conventional computer system is the same. 

Claim 13 is rejected under 35 U.S.C. 102(e) as being anticipated by Horlbeck (USP 
5,880,972). 

Applicant's arguments hinge on the assertion that the virtual library is not non- functional 
descriptive data. These arguments are not persuasive for the reasons set forth above. 

Horlbeck (USP 5,880,972) discloses a computer system which comprises a virtual library 
of descriptions of chemical molecules which could be made by combinatorial synthesis. For 
example, at column 12, lines 34-45, Horlbeck states that the invention provides "a small 
molecule combinatorial library planning tool for automatically and intelligently selecting 
synthons without performing a chemical synthesis. . The computer system comprises a 
progranuned computer, memory, software for selecting, and a database of synthons. As such, 
this anticipates the claimed system. 

Conclusion 

THIS ACTION IS MADE FINAL. AppUcant is reminded of the extension of time 
poUcy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi"om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi"om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi-om the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary K Zeman whose telephone number is (571) 272 0723 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel, PhD can be reached on (571) 272 0718. The fax phone number for 
the organization where this application or proceeding is assigned is 571 273 8300. 

Any inquiry of a general nature or relating to the stattis of this application or proceeding 

should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 
the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 



For all other customer support, please call the USPTO Call 
Center (UCC) at 800-786-9 199. 
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